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Reply to Office Action of September UK 2006 

REMARKS 

Upon, entry of the present amendment, claims 1-7 will remain pending in the above- 
idemlfied application and stand ready for farther action on the merits. 
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To establish a />nV»a jfacfe case of obviousness, three basic criteria must be met. First 
there must be some suggestion or motivation, either in the references themselves or in the 
v Ov. < t , < s la . U * . o.coon ~\f'i r 'V at \> r< ie ee^ 

combine reference teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference for references when combined) must <eaeb or cat. •..*.<•'* fv c a -l 
InniLioonf 

2 JWB/enro 



Application No. 1)9/769,293 Docket No.: 0152-0S49P 

Amendment dated December 19, 2006 
Reply fo Office Action of September 19. 2006 

ilv Caching e-r suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure, hi re 
VaecK 947 P.2d48S, 20 USPQ2d 1438 {Fed. Cir. 1991), 

"There are three possible sources for a motivation to combine references: the nature of 
the problem to be solved, the teachings of the prior art, and the knowledge of persons of ordinary 
skill in ?.he art." in re Roufjef. 149 F.3d 1350, 1357. 47 VSPQld 1453. 1457-58 {Fed. Cir. UMS) 
(]'\ is): ibnuii^i 'n,: ■oieruii.os tangH e-ieu>om ■■*; hie el.^uve ,nNC'H>,y;. \^ >„r 

u ithout a motivation to combine, 3 rejection based on a prima facie case of obvious was held 
improper.}. The level of skill in the art cannot be relied upon to provide the suggestion to 
combine references. Al-Site Corp. v. mint'! Inc., 174 F.3d 1308. 50 USPQ2d 1 lol (Fed. Cir. 
1999). 

"In determining ihe propriety of the Patent Office case for obviousness in the fivsi 
instance, it is necessary to ascertain whether or not the reference teachings would appear to be 
sufficient for one of ordinary skill in the relevant art having the reference before Iran to make the 
imposed substitution, combination, or other- modification." In re Linter, 458 F.2d. 1013, 1016, 
173 USPQ 56(1 562 (CCFA 1972). 

Obviousness can only be established by combining or modifying the teachings of the 
prior ari to produce the chimed invention where there is some teaching, suggestion, or 
nohvalion to do so found either explicitly or implicitly in the references themselves or in the 
aiowledge generally available to one of ordinary skill in the art, "The test for an implicit 
■bowing is what the combined teachings, knowledge of one of ordinary skill in the art and the' 
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nature of the problem to be solved as a whole would have suggested to those- of ordinary skill in 
«V«:i '\\ ''<. \ * . i» 2\" « .ui Jy-.\ i3?u. 55 !JSPQ2d 1313, 131. "(Fed. Cir. 2000}. See also In 
rv lee. 277 F.3d 133S. 1342-44. 61 USPQ2d 1430, i 433-34 (Fed, Cir. 2002) (discussing the 
importance of reiving on objective evidence and making specific factual findings with respect, iq 
the motivation to combine references); In re fine, 837 F.2d 1.071, 5 USPQld 1596 (Fed. Cir. 
1088); in re Jaws, 958 F.2d 347, 2] USPQ2d 1941 {Fed. Cir. 1992;. 

>-'. > C_ L _>_t 1 i ,> u ><t <>r 

As described in the specification at page 4, lines b~8 of the instant specification: 

Another object of the present invention is to provide an accessed object 
having an IC module with higher operation reliability. 

The nature of the operation reliability is also explained in the instant specification's 

description at page 2, lines 16-23 as follows: 

However, when, for some reason, access is made to one side of the IC motiaie 

")> o . "'J, <> < s<. < <><<" i/» > /#*?/> <'/>< !.''<( d ^ <<';< (f, • < 

the module-side antenna 104 on the IC module 1.01 and the apparatus-side 
>!•;.. iO?h a: ^oi>;;mc::ot: ;/'.< nhi-jHit'C jkc, diSTnh'n-r-i, Asa-.; 

According to the invention (i.e.. see independent claim /}, there is provided an accessed 

object comprising u non -contact IC module including a« /O chip und a radio communication 

ink oik; col connected to said semiconductor device, wherein said radio communication antenna 

■:- a contusion* conducts e wiring pattern bent to extend over two surfaces of different 

juwootH oi s.n-1 .K-ce^st.d i/bject. and wherein said IC chip is: inside the radio communication 

ii>lfH»* -.Oil v <■ 
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Docket Xo,; 0152-8549P 



The accessed object of the present invention can provide a first effect thai the radio 
corrmmnieation antenna col! secures an antenna effective area (see page 6, line .! of the 

\";;«V iw ? > a second effect of flexibility of the accessed ohjet i <■ * v 

safe position. In this respecu the specification discloses at page 11,1 1 ^ " > 1 s 

> t * r ( t * Pt * <. * <, 

<v, , ' c a > t>> ^/ ct . rL 11 v\t f r cyVj/ r /»/,> t'*?^ ; 1 < ^ 
FIGS, ¥ ««d 4 to attach the IC module to the inside wall oj me ax « 
a tape, cartridge, the IC module is hem substantially at a ri%m a* ^ <~ ~. 
Hue X-X of FIG. 4 with the antenna 3 ami IC chip 4 locate*. « < < «. 

shown in FIG, 6. the IC chip 4 is located in a position away tram w > 
5 ai Mv •' »v.V«.V in FIG. 4) of the sheet 2. 



On the other hand, any of the cited references (i.e., Rodgers US '737; Smiihgail US '027 
and Sanders; ; S '52')) , fail to teach or provide for the above-recited structure of the instant 
invention (and provide no motivation to arrive at the same). This is shown and explained in 
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chip, that is. U does not provide any citation by heating IC chip in particular 
location respect to the antenna coil (seepage 3. lines 1-5 of his letter). 

In response to this statement, the Examiner's attention is directed 10 the following 
Sketches i~3„ which are used to help explain and show feat the location of the IC chip is an. 
important matter which is not an obvious design variation and is not obvious u« one of ordinary 

The following SKETCH 1 corresponds to Fig. 15 of the preset Application, while die 
following SKETCHES 2 and 3 have been dratted to indicate examples in which the IC chip is 
not inside the antenna coil in. accordance with the Examiner's above comments. SKETCH 2 
shows an exemplary structure oi the IC chip overlapping the antenna and SKETCH 3 shows 
another exemplary structure of the IC chip is outside the antenna. 
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' ndci' \h: ;-m;ctua oi N ivFTCH 2 eieetronuiyuenc wa^e vMnnrjunfeaied b> the anu=r>,. 
will interfere the circuit operation made in the IC chip, causing noise and an error, winch also 
means {hat the electromagnetic wave made by the circuit operation in the IC chip \sili cause a 

v 50 >vu *-v >i . U ' t n 1 >vf irake the apparatus thicker. 

Next, under the structure ^/frKflll * I <n^tn* a 'joiti 1 1 '.'nuii\\,\ . ,>\ t 
around the IC chip, namely i\\> 1 r odule -ttlc ante* en. po'i or., <> d ,v \ - v ^ t « 
antenna area for catching electron^ ^en» s nali^j ea^.» le^s &en&itrut> o! tlu antenna 
One of the objects of the present invention is to provide effective antenna area as explained m 
the descriptions of the Specification. 

Then, the present invention recited in independent claim 1 wilt provide a Ly?i«ir 
accessed object inn ing less noise or error , and more sensit ive antenna. 

The wherein claim- of e! aim ! thai said IC chip is inside the radio eonmusnsesuion 
antenna coil means thai the IC chip is not overlapping or outside the antenna eoiL 

Apart from the above considerations. Applicants wish to reiterate the foil ^ t > ^ ik> 
front their previous reply of August 23, 2006, which continue to evidence the nor--*. - 
the instantly claimed invention over the cited Rogers el ai. US 4 73 7 reference t s Wv. - «. 
, ,„ N.'U'iSi 2" ail Vein - • ^ •> ' » 

Rogers et ah US "73? teaches a capacitor serving as a semiconductor, how s„* 1 »< s t< 
each, an accessed object comprising a non-contact IC module ;nchnfine an IC p .u 1 «■ k> 
commu nieation antenna coii connected to said semiconductor device, when »> .k * 
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Reply to Office Action of September 29, 2006 

communication antenna coil is a continuous conductive wiring patten- bent to extend over iwc 
surfaces of different, directions of said accessed object, and wherein said S.C chip is inssde tin 

Referring to Figure 37 of the Eodgers ei ai. US '737 disclosure, there is diselosi-d nv. 
cods web cot Li.CAi sv . equator cod bent to difrVetn d f?ct;--r-\ irarsnmu;^ .v^vds o 
different frequencies {see the description set forth at column 55.. lines 9-48 of trie cited US ' 73'. 

E!£>ii:?...M-JlM^ 
Immediately below for th e Ex aminer '$ c onvenien ce. 




RG, 37 



When objects 102 in<< «>n 112 nn o be Mierwgated wink passing through a 
passage of the t\re or atscussed above with reference to FIG. 35., 

interrogation ami date con*»T~Kcara" reliability may be enhanced by arranging 
objects 102 thron;" I '2 i> > «. o> »-on «♦,». >portatioii carriers. A transportation 
earner, accordina f > \ /* «v<v aspects ot the present invention, includes one or 
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more resonant antenna circuits for focusing transmitted and received energy. 
Carrier 3700 of FIG. 37 is exemplary of any structure in which objects of the type 
described above may be located for convenient interrogation and data 

shaping the antenna sensitivity pattern of the antenna of an object for example, 
antenna 202 of object 104 or FIG. 2. For example, transportation carrier 3790 
, „ % n t > >i\ *""02 u «' u»J b^ t t )*> < > *~'}0 

includes antenna circuit 3 70S comprising a loop conductor and series capacitor 
€37 10. Antenna circuit 3798, by virtue of the value of capacitor €3710, has a 
resonant frequency selected to enhance energy transferred to an object and/or 
communication between monitor 124 and an object. In a preferred configuration, 
antenna circuit 3708 is arranged with a relatively low 0 and at a resonant 
frequency substantially different from frequencies which may be used for 
interrogation and data communication. When monitor 124 provides a scan signal 
or sub-scan signal of the type discussed with reference to FIG. 4, the ring signal 
associated with antenna circuit 3708 may be easily identified as discussed above 
so that interrogation at the resonant frequency of antenna 3708 may he avoided. 

Carrier 3709 may include a second antenna circuit 3716 constructed in .a 
manner similar to antenna circuit 3708 with a series capacitance €3714. Antenna 
circuits 3708 and 3716 may he coupled in any convenient manner (e.g., 
interdigitated loops, overlapping portions) arranging a portion of each hop in 

' , ' '/W'i't *L!>101 U t't'd (<.»ipl< f .r 

Memory,- as discussed above, may include any apparatus for data storage (e.g., 
semiconductor circuits, circuits of discrete components, and magnetic ami/or 
optical media. 



2} Sanders US 6.276.523 

rL'Kfe^ Is and lb of Sanders US '523 disclose an opaque plastic material for holding 
isnoi'paMoii ;eoo;ii;ns? medium such as a cotrmact disc (see ihe description set forth ai column 10, 
s:ncs ..^-.v o s .J , oau, 

I'Ol i 'v. -v.. s , iO n - <u e*v ico Je\tt plin >ci lui, >v >. - v\r 1 L"V^ ^ - < 
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*h to Ofp \ i. f *<K ofbepwmha l*t, 2 Out) 

preferred embodiments, tt is anticipated thai those skilled in the art will became 
aware of alternative embodiments not described -here that fail within the scope of 
the invention. Although the basic material utilized tot c\.'ixtruc?>ni> the ^i\se>v 
invention is preferably a clear, plastic, pliable material, alternative non-clear, 
and In some instances non-plastic sheets, might be utilized under certain 
conditions. It is possible, for example, that th^ewi o' naur^ t '\r\ « 

< < •< , //'t ">,Jair ? '«t j >' i k 

be c^itrucied opa:pte plastic mateiial that miv be directly pranca on. 
Colored, transparent, or semi-transparent panels are also anticipated by the 





FIG. la 
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3} Smitfegali US 6,027,927 

Figure 4 of Snmhgaii US '027 shows a low cost radio frequency identification HFiD tag 
comprising an antenna and an integrated circuit wherein the antenna mid the integrated circuit are 
attached to a paper substrate (see description at column 1, fines 65-67 of the cited US '027 
patent}. Figure 4 and column 1 h ^ 'f o >t I S fr" o* ^ d «. . s < >'> ,v ! < «. ' 

below for- the Examiner's convenience. 
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Vee un e.N. „. \orc tons. k^Jtor of e^ih a' dv aUnc .',>c ,*u:^ \ e, < -"v f-o 

i.Aiill^o.'.a s.'^ ' ? \ Sondes I s V S2 7 -j,£ Sfustj^rj s HL. \ l s w ^v ^ 
t v < 'kv ' ee :t,^ \>mpuc> iv tcioh tv pursue for oJwi^coiuj: J s ee,e 
and structure of the instant invention being claimed {e.g., see instant independent claim 1). 

Likewise, since claim 1 is the sole independent claim in the instant application, it also 
follows that the cited art references of record completely foil to teach, or provide tor die invention 
as recited in any of instantly pending dependent claims 2-7. 

Accordingly, it is submitted that the cited art of record, whether such cited art is 
considered singularly or in combination, completely fails to provide any motivation to arrive at 
•die instant invention as claimed. Absent such motivation in the cited art that would allow one of 
ordinary skill in the art to arrive at the invention being claimed, it also follows that each of 
pending claims I •"' is non-obvious over the cited art of record. Any contentions of the USPTO to 
the contrary must be reconsidered. 

Provistouai Request for Interview 

Should the present repi) 10 It m 1 a 1 ^.nw, e* e t i M > 1 \ - 
L-Ausmner is respectfully requested *c ». ji ui he urdeiv^Kd <>, a-* ji t e v. »t< » v 



JWB/enrn 



I pp 7* at on \<* .,«o 6 A Docto iVft ..* 0152-05491 

i t^ncimsitt s&<>; i%><i'mba 20''6 
fit.H-i to Off ^'imotSeptunihrt W. 2006 

>v . v v - \\ v 0!\v w ,mck\ , i ojdcr to ndp evvdn^ KntJier prosee-uiou oS Hie dai-ru 
CONCLUSION 

Based on the remarks presented herein, the Examiner is respectfully requested to issue ; 
Notice of Allowance, clearly indicating that each of install! iy pending claims 1-7 is allowed anr 
patentable under the provisions of title 35 of the United Stales Code. 

Should there be any outstanding matters that need to he resolved in the presen 
application, (hi- Examiner is respectfully requested to contact John W. Bailey (Reg. No. 32,881 
at the telephone number below, io condih i an imemev* in an effort to expedite prosocmion h 
connection with the present application. 

If necessary, die Commissioner ,s he Sb<- ,h ;ho 'cj r > % ■> eo w u, ,it , \> « ^ t . > s, 
to charge payment or credit any overpasn < j{ to Deposit Vwou^ \ " - to , v .l.. f e>\ 
fees required under37.GF.lt §$1 Mioi i V p<\,><.uL„v extols o o w i. 
Pated: December I*), 2006 Pisv*xMul\ >utM na« J 

..o _ - 
A i w Ba 1^ 
<<.eis j ,tioi \j "I ibi 

Ml« O.^.mu^ ^,al 

P.O. tSOX («t 

T ,>> ,av- \ „ re J J 40-U747 

At )T,/ iO VP* 
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